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Status 

1)D Responsive to communication(s) filed on 
2a)D This action is FINAL. 2b)H This action is non-final. 

3) D Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1935 CD. 11, 453 O.G. 213. 
Disposition of Claims 

4) IEI Glaim(s) 1-39 is/are pending in the application. 

4a) Of the above claim(s) is/are withdrawn from consideration. 

5) D Claim(s) is/are allowed. 

6) 13 Claim(s) -U39 is/are rejected: 

7) Q Claim(s) is/areobjected to. — — — ■ — -■ -- . — — 

8) P Claim(s) are subject to restriction and/or election requirement. 

Application Papers 

9) Q The specification is objected to by the Examiner. 

10O The drawing(s) filed on _ is/are: a)Q accepted or b)Q objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1 .85(a). 
_ Replacement drawing sheet(s) including the correction is required if the drawing(s) is objected to See 37 CFR 1 121(d) 

1 1) D The oath or declaration is objected to by the Examiner. Note the attached Office Action or form PTO-152. 
Priority under 35 U.S.C. § 119 

12) D Acknowledgment^ for foreign priority under 35 U.S.C. § 1 19(a)-(d) or (f) 
a)D All b)D Some * c)Q None of: 

1 . □ Certified copies of the priority documents have been received. 

2:Q Certified copies of the priority documents have been received in Application No. 

3.Q Copies of the certified copies of the priority documents have been received in this National Stage 
application from the International Bureau (PCT Rule 17.2(a)). 
* See the attached detailed Office action for a list of the certified copies not received. 
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DETAILED ACTION 



Claim Objections 

1 . Claims 32 and 37-39 are objected to because of the following 
informalities: ••■ 

Claim 32, line 10; claim 37, line 3 and claim 38 line 3 recite the limitation 
"the material". There is insufficient antecedent basis for this limitation in the 
claims. / . 

Claim 39, line 2 recites the limitation "passing the beam". There is 
insufficient antecedent basis for this limitation in the claim as applied to claims 

32-38. Appropriate correction is required. * 

* - " :> • . •■■ 

Claim Rejections - 35 USC § 112 

The following is a quotation of the second paragraph of 35 U.S.C. 1 12: 

The specification shall conclude with one or more claims particularly pointing out and 
distinctly claiming the subject matter which the applicant regards as his invention. 

2. Claims 1-39 are rejected under 35 U.S.C. 1 12, second paragraph, as 
being indefinite for failing to particularly point out and distinctly claim the subject 
matter which applicant regards as the invention. 

3. Claim 1, line 3; claim 23, line 3; claim 24, line 4 and claim 32, line 3 refer 
to "a mass". From the claims, it is not clear whether this refers to the mass of a 
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particle or a mass comprising a "solid, liquid gas, or a combination thereof as 
stated in the specification on page 9, line 5. 

4 - In claim 32 lines 6 and 9 cite "a power". It is not clear what power is 
referenced. From the specification; :the power cited is the power required to 
generate the focusing and bending magnetic fields. 

5. Claim 32 is rejected under 35 U.S.C. 112, second paragraph, as being 
incomplete for omitting essential-steps, such omission amounting to a gap 
between the steps. See MPEP § 2172.01 . The omitted steps are: "passing a 
beam of charged particles through the mass" and "superimposing the focusing 
and bending magnetic fields on the mass":. It is essential to the invention that the 
magnetic fields are in the mass and that the particle beam passes through the 
mass. , 

Claims 2-22, 25-31 and 33-39 are indefinite because of their dependence 
on claims 1, 24 and 32 respectively. 

Allowable Subject Matter 

6. Claims 1 , 23, 24 and 32 would be allowable, if rewritten or amended to 
overcome the rejection(s) under 35 U.S.C. 1 12, second paragraph, set forth, in 
this Office action. 

7. Claims 2-22, 25-31 and 33-39 are objected to as being dependent upon a 
rejected base claim, but would be allowable by virtue of their dependency oh 
claims 1, 24 and 32 respectively. 
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8. The following is a statement of reasons for the indication of allowable 
subject matter: 

It is well known in the art to slow a particle beam by passing it through a 
material. However, the prior art fails to teach or fairly suggest superimposing one 
or more magnetic fields on the. material to focus or bend the particle beam as it 
passes through the material. 

Relevant Prior Art 

9. The prior art made of record and not relied upon is considered pertinent to 
applicant's disclosure. 

Moyersetal. (USPN 5440133), Yanagisawaet al. (US 2004/0056212), 
Jongen et al. (USPN 6433336) and Sukehobu et al. (JP 2001-000562) disclose 
systems that reduce the energy of a particle beam by passing the beam through 
a material. 

Conclusion 

Any inquiry concerning this communication or earlier communications from 
the examiner should be directed to James J. Leybourne whose telephone 
number is (571) 272-2478. The examiner can normally be reached on M-F 9:00- • 
6:30. 
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If attempts to reach the examiner by telephone are unsuccessful, the 
examiner's supervisor, John R Lee can be reached on (571) 272-2477. The fax 
phone number for the organization where this application or proceeding is 
assigned is 703-872-9306. 

Information regarding the status of an application may be obtained from 
the Patent Application Information Retrieval (PAIR) system. Status information 
for published applications may be obtained from either Private PAIR or Public 
PAIR. Status information for unpublished applications is available through 
Private PAIR only. For more information about the PAIR system, see http://pair- 
direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll- 
free). 



May 17, 2004 
JJL 




